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L INTRODUCTION

This case has been consolidated with defendants VS Media, Inc, IAAVC, and
others. Co-defendants VS Media et al. have filed a separate claim construction brief,
wherein six additional claim terms have been defined, and the underlying factual
background and legal basis for the analysis has been set forth. Defendants
International Web Innovations, Inc. (“IWI”) and Offendale join in that brief, and
present herewith, an additional two claim terms to be construed. In the interest of
minimizing repetition, this brief does not set forth the underlying factual background
of the asserted patents, or the legal basis for analysis, but rather, refers the court to the
joined brief of the co-defendants, and incorporates it by reference.

As discussed in the sections below, the additional two terms that IWI proposes
to be construed herein are set forth in the claims as “means plus function” and “step
plus function” terms that must be construed under 35 U.S.C. §112, 6. However,
contrary to the requirements of that statute, the patent specification fails to provide
un-ambiguous disclosure of the structure, material or acts necessary to provide the
“function” of the “means plus function” and “step plus function” terms. The failure
to provide such un-ambiguous disclosure is a violation of 35 U.S.C. §112 and renders
the subject claim terms incapable of being defined. As described below, the Court
should find that the ‘992 patent fails to provide a suitable disclosure of any structure,
material or acts for the “compressed data storing means ...” of claim 1 or for the step‘
“storing, as a file, compressed, formatted and sequenced data blocks with the
assigned unique identification code” of claim 41.

While the ‘992 patent fails to disclose proper structure, material or acts for the
noted terms, other aspects of the “function” portion of the terms can be construed. As
described below, the claim terms require that compressed, formatted and sequenced
data blocks be stored “with the unique identification code assigned by the

identification encoding means” (claim 1) or “with the assigned unique identification

) Case No. SA CV 02-1063 JW (MLGx)
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1 P . . . . « . .
code.”” The references to “the unique identification code” or “the assigned unique

identification code” is a clear reference to the particular unique identification code
previously assigned to “information” before that “information was compressed,
formatted or sequenced.

More specifically, claims 1 and 41 require an order of operations specified by
the claim language. For example, with respect to claim 1, “information” must be
stored in a library means. Thereafter, the “information” can be retrieved from the
library means by the identification encoding means. Then a unique identification
code is assigned to the “retrieved information.” Thereafter, the “retrieved
information” is formatted by the conversion means to make “formatted data.” The
“formatted data” is then sequenced by the ordering means to form “a sequence of
addressable data blocks.” Then, the sequence of addressable data blocks is
compressed to form “compressed, sequenced data blocks.” The “compressed,
sequenced data blocks are then stored by the compressed data storing means.

Thus, the claim language requires a specific, sequential order of operation. As
part of that sequential order, a unique identification code is assigned to “information”
retrieved from the library means. Much later in the serial order of operations, after
the information had been formatted into formatted data and after the formatted data 1s
sequenced and compressed to form compressed, sequenced data blocks, the claim

requires the “compressed, sequenced data blocks” to be stored with the same unique

identification code that was previously assigned to the retrieved “information” before

that information was compressed, sequenced and formatted. Thus, the Court should
find that the “compressed data storing means ...” and the step “storing, as a file, ...,”

each require storing the same unique identifier that was previously assigned to

“information” before the “information” was compressed, sequenced or formatted.

' The “unique identification code” is construed in co-defendants’ (VS Media et al.’s)
claim construction brief, which is incorporated herein by reference.

3 Case No. SA CV 02-1063 JW (MLGx)
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II. DEFENDANTS’ PROPOSED CLAIM CONSTRUCTIONS
A. Identification Of The Claims To Be Construed
Pursuant to the Court’s request, the parties have selected claim limitations from
independent claims 1 and 41 of the ‘992 patent for construction. In addition to the
terms offered by co-defendants VS Media et al., defendants IWI and Offendale
propose the following terms for construction in Claims 1 and 41, wherein the
proposed terms are bolded and underlined:
1. A transmission system for providing information to be transmutted to
remote locations, the transmission system comprising:
~ library means for storing items containing information; identification
encoding means for retrieving the information in the items from the
library means and for assigning a unique identification code to the
retrieved information;
conversion means, coupled to the identification encoding means, for
placing the retrieved information into a predetermined format as
formatted data;
ordering means, coupled to the conversion means, for placing the
formatted data into a sequence of addressable data blocks;
compression means, coupled to the ordering means, for compressing the
formatted and sequenced data blocks;

compressed data storing means, coupled to the data compression

means, for storing as files the compressed, sequenced data blocks

received from the data compression means with the unique

identification code assiened by the identification encoding means;

and
transmitter means, coupled to the compressed data storing means, for

sending at least a portion of one of the files to one of the remote

locations.

4 Case No. SA CV 02-1063 TW (MLGXx)
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‘992 patent at 20:14-34.

41. A method of transmitting information to remote locations, the
transmission method comprising the steps, performed by a transmission
system, of:
storing items having information in a source material library;
retrieving the information in the items from the source material library;
assigning a unique identification code to the retrieved information;
placing the retrieved information into a predetermined format as

~ formatted data; |
placing the formatted data into a sequence of addressable data blocks;
compressing the formatted and sequenced data blocks;

storing, as a file, the compressed, formatted, and sequenced data

blocks with the assigned unique identification code; and

sending at least a portion of the file to one of the remote locations.

({d. at 24:54-25:5.)

B. Defendant’s Proposed Construction Of The Term In Claim 1
1. The Construction Of Means Plus Function Limitations

Construction of a means-plus-function limitation involves two steps. First, the
Court must identify the claimed function. Telemac Cellular Corp. v. Topp T elecom,
Inc., 247 F.3d 1316, 1324 (Fed. Cir. 2001); Micro Chem., Inc. v. Great Plains Chem.
Co., Inc., 194 F.3d 1250, 1258 (Fed. Cir. 1999). The court must construe the function|
of a means-plus-function limitation to include the limitations contained in the claim
language, and only those limitations. Lockheed Martin Corp. v. Space Sys./Loral,
Inc., 249 F.3d 1314, 1324 (Fed. Cir. 2001). It is improper to narrow the scope of the
function beyond the claim language. Id. It is equally improper to broaden the scope

of the claimed function by ignoring clear limitations in the claim language. Id.

5 Case No. SA CV 02-1063 JW (MLGx)
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Ordinary principles of claim construction govern interpretation of the claim language
used to describe the function. Id.

After identifying the claimed function, the court must then determine what
structure, if any, disclosed in the specification corresponds to the claimed function.
Id. In order to qualify as corresponding, the structure must not only perform the
claimed function, but the specification must clearly associate the structure with
performance of the function. Medtronic, Inc. v. Advanced Cardiovascular Systems,
Inc., 248 F.3d 1303, 1311 (Fed. Cir. 2001). If this inquiry reveals that no
embodiment discloses corresponding structure, the claim term cannot be defined. See
Cardiac Pacemakers, Inc. v. St. Jude Medical, Inc., 296 F.3d 1016, 1115, 1119 (Fed.
Cir. 2002). Although Courts will attempt to construe claims to give them meaning,
where the specification fails to disclose structure corresponding to the claimed
function, it is impossible to do so. See Id. at 1115.

2. The ‘992 Patent Fails to Clearly Identify Structure
Corresponding to the “Compressed Data Storing Means”

Claim 1 of the ‘992 Patent recites the limitation “compressed data storing
means, coupled to the data compression means, for storing as files the compressed,
sequenced data blocks received from the data compression means with the unique
identification code assigned by the identification encoding means.” The parties agree
that this limitation is subject to interpretation under Section 112, q 6.

The claimed function “storiﬁg as files the 'compressed, sequenced data blocks
received from the data compression means with the unique identification code
assigned by the identification encoding means” is properly construed to require (1)
that the compressed data storing means received from the data compression means, to
which it is coupled, blocks of data that are in a sequence; (2) that the sequence of data
blocks is stored by the compressed data storing means as multiple files; and (3) that

each of the files stored in the compressed data storing means include the “unique

6 Case No. SA CV 02-1063 TW (MLGx)
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identification code” (“UIDC”) previously assigned by the identification encoding
means to the information in the corresponding item in the library means.”

A patent specification must disclose a structure that performs the claimed
function and must clearly associate that structure with the performance of the
function. Cardiac Pacemakers, Inc. v. St. Jude Medical, Inc., 296 F.3d 1106, 1113
(Fed. Cir. 2002). Here, this means that the ‘992 patent specification must disclose a
structure which is coupled to the data compression means and which performs the
functions of (1) receiving compressed sequence data blocks from the data
compression means; (2) storing those compressed, sequenced data blocks as files; and
(3) storing those files with the unique identification code assigned by the
identification encoding means.

In violation of Section 112, 99 2 and 6, the named inventors failed to disclose
in the ‘992 Patent specification a structure which performs the claimed functions and
which is clearly associated with the performance of those functions. The claimed
“compressed data storing means” is mentioned only twice in the entirety of the ‘992
patent specification. [‘992 patent at Col. 2:41-45 (“compressed data storing means,
coupled to the compression means, for stoﬁng as a file the compressed sequenced
data received from the compression means with the unique identification code
assigned by the identification encoding means”); 10:17-22 (“In accordance with a
preferred embodiment of the present invention, the transmission system 100 may .
further comprise compressed data storing means, coupled to the compression means,
for storing as a file the compressed sequenced data with the unique identification
code received from the data compression means”).] These statements merely repeat

the functional language of claim 1, and fail to disclose any information about the

2 Not previously discussed, and not subject to construction at this time, is the
process by which the information and its assigned UIDC is converted to a sequence
of data blocks. This process includes three separate and ordered steps—(1) the
information (and its assigned UIDC) is placed into a predetermined format as
formatted data by the conversion means; (2) the formatted data gland its assigned
UIDC) is placed’into a sequence of addressable data blocks by the ordering means;

7 Case No. SA CV 02-1063 JW (MLGx)
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structure of the compressed data storing means. Leaving one of skill in the art further
in the dark as to its structure, the specification also fails in both instances to correlate
any schematically depicted element in the patent’s figures with the compressed data
storing means.

Other disclosed elements that might perform at least some of the claimed
functions of the limitation also fail to be clearly associated with the claimed function
and/or fail to provide any disclosure of their respective structure. For instance, the
‘992 patent specification discloses a “compressed data storage means” (as opposed to
storing means) which is identified as element 117. [*992 patent at Col. 10:25-26,
10:34-38.] Especially given its proximity in the specification to the disclosure of the
compressed data storing means [compare ‘992 Patent at Col. 10:19 with Col. 10:25-
26], any argument that the compressed data storage means is synonymous with the
compressed data storing means should be rejected. See Ethicon Endo-Surgery, Inc. v.
United States Surgical Corp., 93 F.3d 1572, 1579 (Fed. Cir. 1996) (explaining that if
the terms “pusher bar” and “pusher assembly” described the same item, one would
expect the claim to refer consistently to this element as either, but not both).
Moreover, the compresSed data Storage means 117, does not perform the functions
attributed to the claimed compressed data storing means. Instead, the compressed
data storage means formats and places into a single file the compressed audio and
video data it receives from compressor 116. [‘992 Patent at Col. 8:2-6; 10:36-38.] In
fact, the specification also identifies element 117 as the “compressed data formatting
section” [‘992 patent at Col. 7:48-50, 7:55-58; 8:2-6] and as the “compressed data
formatter” [992 patent at Col. 12:65-68]. The compressed data formatting section
117 is described as performing the function of realigning the audio and video data
received from precompression processor 115 and compressor 116 to form a
compressed data file. [‘992 Patent as Col. 8:2-6; 12:65-68.] Similarly, compressed

data formatting section 117 may also reformat program note data such that it is

and (3) the formatted and sequenced data blocks (and its assigned UIDC) are

2 Case No. SA CV 02-1063 W (MLGx)
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compatible with the material stored in the compressed data library 118. [7:50-55.]
Regardless of what it is called by the specification, the critical storage function is not
ascribed to element 1172

The specification discloses that compressed data must be stored with its UIDC
in the compressed data library 118. [*992 patent at 6:35-39 (“Prior to being made
accessible to a user of the transmission system of the present invention, the item must
be stored in at least one compressed data library 118, and given a unique
identification code by identification encoder 112.””] Acacia proposes that the
structure described in the specification of the ‘992 patent for performing the recited
function of the “compressed data storing means” is the “compressed data library
(118).”4 (Acacia’s Preliminary Claim Construction, pg. 5.) Similarly, in the
prosecution of the ‘992 patent, the compressed data library 118 was identified by the
applicant as the “compressed data storing means.” (“992 Patent, Petition to Make
Special (“PTMS”), pg. 4, 1. 2-4, Exh. 2.) Compressed data library 118, however,
also cannot be the structure clearly associated with the claimed function of the
compressed data storing means. Rather than explicitly linking element 118 to the
claimed function, the specification merely describes it as an optional sub-component
of the compressed data storage means 117. [‘992 patent at Col. 10:34-39.]
Moreover, compressed data library 118 does not perform the requisite function of
receiving compressed sequence data blocks from the data compression means.
Instead, it receives a data file that was created from constituent sequences of

compressed audio and video data blocks that were realigned by compressed data

compressed by the compression means. .

3" The ‘992 patent does disclose a “short term storage 117’ in the compressed
data formatting section 117.” [*992 patent at Col. 7:55-58.] This element 18
described as directly receiving material that has been previously compressed. Id.
Accordingly, it is not connected to the compressed data storing means as required by
the compressed data storing means limitation.

+The ‘992 patent specification defines the compressed data library 118 as follows: |
“The compressed data library 118 is composed of a network of storage devices
connected through a High Performance Parallel Interface (HPPI) Super Controller
(available from Maximum Strategy Inc,., San Jose, Calif.).” (‘992 Patent 13:9-13.)

9 Case No. SA CV 02-1063 JW (MLGx)
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formatter 117. In addition, compressed data library 118 is not “coupled to” the data
compression means as required by the claim limitation, but is instead separated from
the data compression means by compressed data formatting section 117. [See Figs.
2a, 2b.] Indeed, the “compressed data storing means” must be electrically connected
to a data compression means to have received compressed sequenced data blocks
from the data compression means. Thus, within the context of the patent, “coupled
to” means “to join; connect; to bring (two electric circuits) close enough to permit an
exchange of electromagnetic energy.” [Webster's Ninth New Collegiate Dictionary
(1988) at 298, Exh. 1] To be electrically connected to “receive ... from the
compression means,” requires that the “compressed data storing means” is
electrically connected to the output of the compression means. In this regard, the
“compressed data storing means” is connected in the system, after the compression
means, ordering means and conversion means.

Finally, the compressed data storing means cannot be the same as the
“compressed data library means,” which is described by the specification as
“separately storing composite formatted data blocks for each of the files.” [992
patent at Col. 10:31-34.] To begin, if they were the same element they would be
referred to by the same name. See Ethicon, 93 F.3d at 1579. Moreover, the issued
claims of the ‘992 patent make clear that the compressed data library is a
subcomponent of the compressed data storing means. Claim 6 of the ‘992 patent,
which is dependent upon claim 1, recites in relevant part: “the compressed data
storing means further comprises: compressed data library means for separately
storing a plurality of files, each including at least one compressed, sequenced data
block.”

Indeed, if the compressed data storing means of claim 1 is the compressed data
library 118, as asserted by Acacia, then what “further” structure would be the

compressed data library means of claim 6? There is no such “further” structure

10 Case No. SA CV 02-1063 JW (MLGx)
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described in the ‘992 patent. The only logical conclusion is that the “compressed
data library means” of claim 6 is the “compressed data library” 118. As each claim
must be distinct, if claim 6 recites and claims the structure allegedly supporting the
means plus function limitation in claim 1, then it is violates the rules of claim
differentiation. Thus, to provide an interpretation of the claims which are consistent
with the rules of claim construction, the structure for the “compressed data storing
means” of claim 1 must be different than that of claim 6. As no other structure is
identified in the ‘992 Patent, the structure of claim 1 is un-defined and, thus,
indefinite.

As discussed above, there is no structure disclosed in the specification which
unambiguously corresponds to the claimed function as required by §112, § 6. The
quid pro quo for allowing the patentee to express the claim in terms of function under
§112, 9 6 is a “duty of a patentee to clearly link or associate structure with the
claimed function....” Medical Instrumentation and Diagnostics Corporation v.
Elekta AB et al., 344 F.3d 1205, 1211 (Fed. Cir. 2003),, citing Budde v. Harley-
Davidson, Inc., 250 F.3d 1369, 1377 (Fed. Cir. 2001) (emphasis added). Section 112,
9 6 requires that a “price” be paid for the convenience of not being required to recite
all possible structures in the claims. Id. Thus, “[i]f the specification is not clear as to
the structure that the patentee intends to correspond to the claimed function, then the
patentee has not paid that price but rather is attempting to claim in functional terms
unbounded by any reference to structure...” (id), thereby rendéring the claim
indefinite. Here, the repeated use of inconsistent terms fails to “clearly link or
associate structure with the claimed function”, and thus, the patent has not comported
with the requirements of §112, 9 6, but rather, is attempting to claim in unbounded
functional terms, which is impermissible by statute. /d. Indeed, given the extreme
ambiguity of the ‘992 patent specification, its failure to clearly associate any structure
with the claimed function, and its failure to adequately describe the structure that

performs the claimed function, this claim limitation must be found to violate the

11 Case No. SA CV 02-1063 JW (MLGx)
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mandate of Section 112, 4 2 and 6. Accordingly, this claim limitation cannot be
properly construed.
3. The “Cdmpressed Data Storing Means” Stores The Same
Unique Identifier That Was Previously Assigned By The
Identification Encoder To “Information” Before That
“Information” Was Formatted, Sequenced Or Compressed

As noted above, the compressed data storing means has several cited functions.
The cited functions lend some clarity to the limitations of the claim. In parﬁcular, it
is clear from claim 1 that the “compressed data storing means” is for storing “the
unique identification code assigned by the identification encoding means” (emphasis
added) with the compressed, sequenced data blocks received from the data
compression means. The only unique identification code assigned by the
identification encoding means was assigned, per the claim language, “to the retrieved
information.” Thus, the phrase “the unique identification code assigned by the
identification encoding means” (emphasis added) is a clear reference to the function
of the identification encoding means recited earlier in the claim as “assigning a
unique identification code to the retrieved information” (emphasis added).

As discussed above, the two functions of the identification encoding means are
“retrieving the information in the items from the library means” and “assigning a
unique identification code to the retrieved information.” The claim specifically
requires the “unique identification code” to have been assigned to “retrieved
information” obtained from the library means, and not to the later formed “formatted
data,” “formatted and sequenced data blocks,” or “compressed, sequenced data
blocks.”

Thus, in the “compressed data storing means” limitation, the reference to “the
unique identification code assigned by the identification encoding means” is a direct
reference to the same unique identification code that the identification encoding
means previously assigned to “information” retrieved from the library means, before

that “information” was formatted, sequenced and compressed.

12 Case No. SA CV 02-1063 JTW (MLGx)
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C. Defendants’ Proposed Construction of The Term In Claim 41

1. The Court Should Construe The “Storing As A File” Step
Pursuant To 35 U.S.C. §112,9 6

The step of “storing, as a file, the compressed, formatted and sequenced data
blocks with the assigned unique identification code” is a step-plus-function element
that must be construed in accordance with 35 U.S.C. §112, § 6. Section 112, sixth
paragraph permits the patentee to define an act for performing a function through the
use of a “step” expression, provided the patentee discloses the specific act
corresponding to the functional step in the patent specification. See Seal-Flex, Inc. v.
Athletic Track and Court Const., 172 F.3d 836, 849-850 (Fed. Cir. 1999) (Rader
concurring) |

As with “means” limitations, the use of the word “steps” in a method claim
limitation alerts the reader that section 112, sixth paragraph, may have been invoked
by the patentee. 35 U.S.C. 112, sixth paragraph; O.I. Corp. v. Tekmnar, Co., Inc.,
115 F.3d 1576, 1582-1583 (Fed. Cir. 1997) (“We interpret the term 'steps' [in § 112, §
6] to refer to the generic description of elements of a pr‘ocess, and the term 'acts' to
refer to the implementation of such steps.")’

The claim itself expressly refers to “storing” as one of the “steps” of the
claimed method. The preamble of claim 41 recites a “transmission method
comprising the steps ... of ...,” (emphasis added) where one of the listed “steps” 1s
“storing ....” The use of the term “steps” in the claim alerts the public that section
112, sixth paragraph, may apply.

Next, the claim step is evaluated to determine whether it recites a function or
acts, wherein similar to a "means" limitation, §112, 9 6 is invoked if the acts that
support the claimed functional steps of the process are not recited in the claim. See

id. at 1583. Functional steps describe what the claim element accomplishes, whereas

5 The present claim is distinguished from the claim analyzed in O.1. Corporation v.
Tekmar Company Incorporated, 115 F.3d. 1576 (Fed. Cir. 1997), where the court
found no function specified in the claim under consideration. As noted above, the

13 Case No. SA CV 02-1063 JW (MLGx)
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acts describe how the function is accomplished. Seal-Flex, Inc. v. Athletic Track and
Court Const., 172 F.3d 836, 849-850 (Fed. Cir. 1999) (Rader concurring) (emphasis
added). The claim limitation is in step-plus-function format if the claim limitation
recites only a function, the "what", without recitation of any acts, the "how", that
explains the manner in which the function 1s accomplished.

2. The ‘992 Patent Fails to Clearly Identify Acts Corresponding
to the Step of “Storing As A File”

In the present case, the claim fails to recite any acts for performing the step of
“storing” The claim specifies what is stored. In particular, a file of “the compressed,
formatted and sequenced data blocks with the assigned unique identification code,”
but fails to recite the acts of how to store the file.

The claim, however, does specify a function. The claim expressly states what
is accomplished by the step. The “storing” step results in a file of the compressed,
formatted and sequenced data with the assigned unique identification code, that is, the
“storing” step describes what is accomplished. Thus, the claim identifies “storing ...”
as one of the “steps” of the claimed method, the step recites a function of “storing as
a file”, but no acts. The claim meets the criteria for a step plus function element
under 35 U.S.C., §112, 9 6. |

In contrast to cases finding an act, the limitation at issue is purely functional.
For example, in Masco Corp. v. U.S., 303 F.3d 1316, 1327-28 (Fed. Cir. 2002), the
court found that the limitation “transmitting a force” described an act. More
specifically, in Masco, the claimed function of “transmitting a force” was supported
by an elaborate recitation of how that function is accomplished; namely, "transmitting
a force applied to the knob to the lever through the rigid connection after the lever
and the knob have been operably.connected to drive the lever to a position where the
protrusion can contact the surface of the cam wheel in such a manner that the lever

will be pulled by the cam wheel during rotation of the cam wheel." Id. at 1321

storing step of claim 41 involves a function of grovjding a file of the compressed,
formatted and sequenced data with the assigned unique identification code.
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(emphasis added). Similarly, in the Seal-Flex case, the functional limitation
"adhering the mat to the foundation" was held to recite an act, but, as the Court
explained, only because the claim language immediately preceding and following the
functional phrase, i.e., "spreading an adhesive tack coating for adhering the mat to the
foundation over the foundation surface," described precisely how the claimed
function was achieved. Seal-Flex, 172 F.3d at 850-51.

No such elaboration of the manner in which the function of “storing” is
accomplished is found in the claim. Although this claim is subject to §112, § 6, the
claim fails to meet the obligations imposed by §112, 2, as described above.

3. The Court Should Construe Claim 41 As The Same Invention
As Claim 1 :

The method steps of claim 41 corresponds to the system elements of claim 1,
but written in method step format. The correspondence of the claims is important
when considered in connection with special requirements accepted and expressed by
the Applicant during the prosecution of the patent. More specifically, during the |
prosecution of the patent application, the patentee requested a special, accelerated
prosecution of the application, in a “Petition To Make Special Under M.P.E.P
708.02(VIIID) (5™ Ed, revised Oct. 1989).”

Under the cited rule, the patentee was required to direct all claims under
examination to a single invention. In fact, in the Petition document itself, the
patentee stated “[a]ll claims presented for examination are believed to be directed to a
single invention” (Petition, page 1, second paragraph). While claim 41 was added to
the application after the Petition was filed, in return for reaping the benefit of an
accelerated examination the patentee was required to direct all claims under
examination to a single invention.

Moreover, when claim 41 was added to the application, the applicant informed
the U.S Patent and Trademark Office that the claim “tracks” claim 1 and is allowable
over prior art for the same reasons as set forth with respect to claim 1. (‘992 Patent,

Response to Office Action of September 30, 1991, pg. 25, I1. 25 and 26 and pg. 26, 11.
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6-9), Exhibit 3. By simply relying on its arguments for claim 1 to show patentability
of the similarly-worded claim 41, the prosecution history of the ‘992 patent makes it
clear that the applicant intended the steps of claim 41 be construed similar to the
construction of the means-plus-function elements of claim 1.

Therefore, several factors in the present case show that the steps of claim 41
are to be construed under 35 U.S.C. §112, 9 6, in a manner similar to the construction
of the means-plus-function elements of claim 1, including: (1) that the Petition To
Make Special (for expedited examination) filed by the applicant required the
applicant to direct claims 1 and 41 to a single invention, (2) that claim 41 was
expressly introduced by the applicant as tracking claim 1, (3) that the applicant
merely referenced its arguments for claim 1 to also distinguish claim 41 over prior
art, (4) that there is a direct correspondence between the means elements of claims 1
and the steps in claim 41, and (5) that the patentee has accepted that the elements of
claim 1 are to be construed as “means plus function” elements. At least from those
facts, it follows that the corresponding steps of claim 41 are to be construed
correspondingly as “step plus fuhction,” similar to the “means plus function”

elements of claim 1.

4. The “Storing, As A File” Step Is Indefinite And Fails To Meet
The Requirements Of 35 U.S.C. §112, §.2

Because the “storing as a file ...” step of claim 41 should be construed
similarly to the compressed “data storing means” of claim 1, the above-noted failure
of claim 1 to meet the requirements of 35 U.S.C. §112, § 2, also applies to claim 41.
In particular, the ‘992 patent specification fails to describe, in unambiguous terms,
any structure, material or acts necessary for performing the recited step, just as the
patent failed to provide an unambiguous description of structure that performs the

function of the compressed data storing means of claim 1.
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5. The “Storing, As A File” Step Involves Receiving An Output
Of A Data Compression Means

What is clear about the “storing, as a file” step is that it involves storing “the
compressed, formatted and sequenced data blocks ...” (emphasis added). The word
“the” in that claim language is a clear reference to the antecedent basis provided by
the previous step in the claim. In particular, the previous step in the claim recites
“compressing the formatted and sequenced data blocks.” It follows that the output or
result of that step of compressing formatted and sequenced data blocks must be
“compressed, formatted and sequenced data blocks.” Accordingly, whatever means
that perform the compressing step must produce an output, which is received and
stored as part of the proceeding storing step.

6. The “Storing, As A File” Step Involves Storing The Same Unique
Identifier That Was Previously Assigned To “Information” Before That
“Information” Was Formatted, Sequenced Or Compressed

What is also clear about the “storing, as a file” step in claim 1 is that it is for
storing the compressed, formatted and sequenced data blocks with “the assigned
unique identification code” (emphasis added). The only unique identification code
assigned in the claim was the one assigned, per the claim language, “to the retrieved
information.” Thus, the phrase “the unique identification code” (emphasis added) is a
clear reference to the step recited earlier in the claim of “assigning a unique
identification code to the retrieved information” (emphasis added).

The claim specifically requires the “unique identification code” to have been
assigned to “retrieved information” obtained from the library, and not to the later
formed “formatted data,” “formatted and sequenced data blocks,” or “compressed,
formatted and sequenced data blocks.” |

Thus, similar to claim 1, in the “storing, as a file” step of claim 41, the
reference to “the unique identification code” is a direct reference to the same unique
identification code that the identification encoding means previously assigned to
“information” retrieved from the library means, before that “information” was

formatted, sequenced and compressed.
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III. CONCLUSION
For the foregoing reasons, the identified terms in claims 1 and 41 are not

capable of definition.

Dated: Januaryﬁ 2004 | (/‘ 1 (Q€ 6// ﬂ%{m‘\

William J. Robinson

Victor de Gyarfas

FOLEY & LARDNER

Attorneys for ,
INTERNATIONAL WEB INNOVATIONS,
INC. and OFFENDALE COMMERCIAL
BV, LTD.
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b : something thal compietes : COMPLEMENT 3 & : onc remarkably
similar to another b : one having the same function or characteristics
as another : EQUIVALENT (college presidents and their ~s in business)
coun-ter-plan \'kaunt-or-,plan\ r (1788) 1: a plan designed 10 counter
another plan  2: an alternate or substitute pian .
coun-ter.piea \-,pl&\ n (1565) : a replication to a lega! plea
!coun-ter-plot \.,plat\ n (1611) : 2 plot designed to thwart an oppo-
nent’s plot -
3counterpiot vr (1662) : to intrigue against : foil with s plot
lcoun-ter-point \’kaunt-ar-,pdint\ n [MF contrepoint, ir. ML contrapunc.
tus, Ir. L contra- counter- + ML punctus musical nole, melody, fr. L,
act of pricking, fr. punctus, pp. of ungere 10 prick —. more at POINT]
(15¢) 1 a: one or more independ‘;m melodies added above or below
;@ given melody b : the combination of two or more independent mel-
odies into a single harmonic texture in which each retains its linear
character.: POLYPHONY 2 a: a complementing or contrasting item
; OPPOSITE b : use of contrast or interplay of elements in a work of art
(as a drama) ) :
Icounterpoint vt (1875) 1: to COMPpOse or arrange in counterpoint 2
: 1o set off or emphasize by Jjuxtaposition :set in contrast (~s oppos-
ing themes ... hope and apathy —Curt Leviant) : o
‘counster-poise \-,poiz\ v [)&E countrepesen, {r. MF conirepeser, fr. con-
Ire- + peser to weigh — more nt'PolsE]D(lk) ! COUNTERBALANCE
counterpoise n (15¢) ' 1: 'COUNTERBALANCE 2 : an equivalent power or
force acting in opposition 3 : a state of balance o .
coun-ter.pose \kaunt-or-'pdz\ v [counter. -+ -pose {as in compo:eg

counterplan e coupled

(1594) : to place in Opposition, contrast, or equilibrium (counterpose,
an alternative solution to the roblem)

coun-ter-pro-ducstive \-pra-'dok-tiv\ adj (1962) : tending 10 hinder the
attainment of a desired foal (violence as a means 1o achieve an end is

~ —W. E. Brock b1930, N
coun-ter-pro-gram-ming \Kkaint-or-'pro-,gram-in, -gram-\ n(1966) : the
scheduhing of programs by television networks so as 10 attract audi-
ences away from simultancously telecast programs of competitors
coun-ter-prospos-al \'kauni-ar- ra-,pd-zal\ n (1885) : a return proposal
made by one who has rejected a proposal .
counster-punch \'katint-ar-,panch\ n (1942) : a counter in boxing; also
't a countering blow or attack — counterpunch vi — coun-ter-punch.er
-pan-char\ n .
coun-tersref-or-ma-tion \ikaint-a(r)-,ref-ar-'ma-shon\ n (1840) 1. usu
-Counter~Reformation : the reform movement in the Roman Catholic
Church fallowing the Reformation 2 : a reformation designed to
counter the effects of a previous relormation
counster-rev-o-lu-tion \-,rev-a-lii-shon\ n (1793) 1 : a revolution di-
‘rected toward overthrowing a government or social system established
by.a previous revolution 2: a movement to counteract revolutionary
trends — counster-rev-o-lu-tion-ary \-sho- ner-€\ adjor n
coun-ter-shad-ing \'kaunt-ar-shad-ip\ n (1896) '+ coloration-(as of an
animal) with parts normally in shadow being light-or parts normally
illuminated bein%ldark . . .
coun-ter-shaft \-,shaft\ n (ca. 1864): a shaft that receives motion from a
main shaft and transmits it to a working part [ :
coun-ter-sign \-,sin\ n (1591) 1:a signature attesting the authenticity
of a document already signed by another 2: a sign giv:n in reply to
:2nother; specif : a military secret signal that must given by one
.wishing to pass a puard- — countersi v — coun-terssig«na-ture
\ikaiint-ar-'sig-ns-,chi(a)r, ~char, - t(y)a(ajry n K
',coungterosmk»-\'kaunl-ar-,sigk\ vt -sunk \-sonk\; -sinksing. (1816) .1
 to make a countersink on, .2 : t0.sel the head of (as a screw) at or
beiow the surface ’ :
3countersink n (1816) 1:a bit or dfill for making a countersink ' 2; a
funnel-shaped enlargement at the outer end of a drilied hole
‘coun-ter-spy \'kaunt-ar-,spi\ n (1939) : a spy engaged in counterespio-
nage .
coun-ter-stain \-,stdn\ v (1895) ; 10 stain (as 2 microscopy specimen) so
25 1o color parts (as the cytoplasm of cells) not colored by another
‘stain (as a nuclear stain) ~— counterstain n ) .
counstersten-or \-,ten-ar\ n [ME couniretenour, {r. MF contreteneur, fr.
‘conire- + teneur tenor] (15c) : an adult male who is able to sing in an
alto range . ‘
counster-top \-,1dp\ » ['counter + 10p) (1897) : the flat working surface
on top of waist-level kitchen cabinets - : )
coun-ter-vail - \,katunt-or-'va(s)\ vb [ME countrevailen, fr. MF con-
trevaloir, fr. contre- counter: + valoir 10 be worth, fr. L valére ~— more
at WIELD] v1 (14¢) 1: to compensate for 2 archaic s EQUAL. MATCH 3
: 1o excrt force against : COUNTERACT ~ wis 1o exert force against an
opposing and ofien bad or harmiul force or influence B
coun-ter-view \'kaunt-ar-,vyi\ n (1590) 1 archaic : CONFRONTATION 2

: an opposite point of view .
coun-ter.weight \.,.wat\ n (1693) : an equivaient weight or force : COUN.
-TERBALANCE — counterweight v
count-ess \'’kaunt-as\ n (12c) 1: the wife or widow of an earl or count
2: a woman who holds in her own right the rank of earl or count-
coun-ti-an \'kaunt-g-an\ n (15c) : a native or resident of & usu. specified
county . -
count-ing-house \'kaunt-in-hais\ n (15¢) ; a building, room, or office
used for keeping books and transacting business :

counting number n (ca. 1965): NATURAL NUMBER

counting room n (1712) : COUNTINGHOUSE

counting tube n (1937) : an ionization chamber designed (o respond 10
passage through it of fast-moving ionizing particies and usu. connected
to some device for counting the particies — called also counter tube.

count.dess \'kaunt-las\ a j (1588) : 100 numerous. to be counted

i MYRIAD — count-less.ly ady L . -
count noun n (1952) : a noun (as bean or sheer) that forms a plural and

Is used with a numeral, with words such as many or few, or with the
indefinite article @ or an — compare MASS NOUN ow cee
count palatine n (1596) 1.2 : a high judicial official in the Holy Ro-

man Empire b: a count of the Holy -JRoman Empire having imperial

owers in his own domain .2 : the proprietor of 2 county palanne in

ngland or Ireland .
coun-tri-fied also coun-try-fied \'kan-tri- fid\ adj [country + -fied (as in
glorified)).(1653) 1: RURAL RUSTIC 2 : UNSOPHISTICATED 3 : played
or sung in the manner of country music {~ rock) . :

lcounstry \'kan-tré\ n, p! countries [ME contree, ir. OF contrée '“&‘
<contrata, fr. L contra against, on the opposite side] (13c) 1. 4 !
nite usu. extended ‘expanse of land : REGION 2 = : the land ¢t
son’s birth, residence, or citizenship b : a political state or p,
its territory 3 a : the people of a state or distrier ; POPYL;
L JURY c: ELECTORATE 2 4 : rural as distinguished from urbap
5: COUNTRY MUSIC — countrysish \-tré-ish\ adj B
dcountry adj (14c) 1: of, relating to, or characienistic of the co,
: prepared or processed with farm supplies and procedures ‘3
relating to country music (~ singers)
country and western n (1960) : COUNTRY MUSIC
country club n (1867) : a suburban club for social Jife
esp: one having a golf course
coun-try—dance \'kan-tré-,dan(t)s\ n (1579) : any of various natj
glish dances in which partners face each other esp.'in Tows st 7
country ?entlemm n (1632) "1 : a well-to-do country residentt
owncr of a country estale 2 : one of the English lunded gentry 4
country house n (14c) : a house in the country; specif: COUNTRYs;
coun-try-man \'kon-tré-man, 3 often -,man\ n (ll:) 1: an inhabig;
native of a specificd country 2 : COMPATRIOT 3 : one living
country or marked by country ways : RUSTIC i
country mile n (1950) a long distance o
country music n (1952) : music derived from or imitating the lo]ka
of the Southern U.S. or of the Western cowboy [
country rock n (1968) : ROCKABILLY
coun-try-seat \kan-tré-"sét\ n (1583) : a mansion or estate in t
try
coun-try-side \'kan-tré-,sid\ n (1727) 1: a rural area 2 :
ants of a countryside N
country singer n (1955) : one who SINES COUNtry music or in the styles
country music e o
coun-try-wom-an \'kan-tré-,wim-an\ n (15¢) 1: a woman compaj
2: a woman resident of the count Ay
icoun-ty \'kaunt-&\ n, pl countiurfME counte, fr. MF conié, f
comitatus, fr. LL, office of a count, fr. comit-, comes count — m
COUNT] (14¢) 1: the domain of a count 2 & : one of the ter
divisions of Great Britain and Ireland constit ing the chiel uni S
administrative, judicial, and political purposes b (1): the peopledly
county (2) Brit : the gentry of u county 3 : the larges! terr
division for jocal government within a stalc of the U.S. 4 th
local administrative unit in various countries ~— county adj
Icounty n, p! counties Emodif. of MF comtc) obs (15¢) : Jcount )
county agent n (1705) : a consultant employed jointly by federal
state governments to provide information about agriculture and
economics
county court n (1535) : a court in some states that has a desig
Jjurisdiction usu. both civil and criminal within the limits of a countyil
county fair n (1856) : a fair usu. held annually at a set location;ind
county esp. to exhibit focal agricultural products and livestock
county palatine n (15¢) : the territory of a count palatine
county seat n (1803) : a town that is the seat of county administrationg
county town n, chiefly Brit (1670) : COUNTY SEAT o
lcoup \‘*kop\ vb;MEycoupen to strike, fr. MF couper — more a1 o]
chiefly Scor (1572) : OVERTURN, UPSET i
*coup \'kii\ n, pl coups \%iiz\ [F, blow, stroke — more at copl—:]‘(l?i,%gz' [

1 : a brilliant, sudden, and usu. highly successful stroke or act
¢ COUP D'ETAT RET:
coup de grace \kiid->-'griis\ n, p/ coups de grace \,kiid-2-\ [F coupider 8
grace, lit., stroke of mercy) (1689) 1: a death blow or shot admmitt
lered to end the suffering of one mortally wounded 2 : a decisikiy
finishing blow, act, or event L
coup de main \-'man\ n, fl coups de mzin \kiid-o-\ [F, lit., hand strokeiy
(1758) : a sudden attack in force L )
coup d'état \ kiid-()a-“td, 'ki.id-(z)i-., -2\ n. p/ coups d'état \
-1a(z)\ [F, iit., stroke of state] (1646) : a sudden decisive exer i
force in politics; esp : the violent overthrow or alteration of an existin]
government by 2 small group
coup de the.atre \ikiid-2-ta-'31r™\ n, p/ coups de theatre \:ikiid-a-\ [F toup
de thédure, li1., stroke of theater) ({:/47) 1: 2 sudden sensational tirmg 8
in a play; also : a sudden dramatic effect or turn of events 2: a thedl
rical success - ¥
.coup d’oeil \kii-'da(r), -'dai\ n, p/ coups d’oeil \same\ [F, lit., stroke'ol
the eye] (1739): a brief survey : GLANCE -
€ou-pe or coupe \kii-'pa, 2 often *kisp\ n [F coupé, fr. pp. of couper t
(1834) 1 : a lour-wheeled closed horse-drawn carriage for two
sons inside with an outside seat for the driver in front 2 usu coy,
: & closed 2-door automobile for usu. two persons b : a-usu. ¢
-door automobile with a full-width rear seat
cou-ple \'kap-al\ vb cov-pled; couspling \-(a—)li?\ vi{13c) 1 »
connect for consideration together b : to join for combined effect
a : 10 fasien together : LINK b : 1o bring (two electric circuits)
such close proximity as 10 permit mutua! influence 3: to join in'm
riage or sexual union ~ v 1 : to unite in sexual union 2 : JOINj#A
* 10 unite chemically usu. with elimination of a simple molecule i
icow-ple \*kap-al; “couple of" is often +kap-la(v\ n [ME, pair, bond,
OF cople. ir. L copula bond. fr. co- + apere to fasten — more at
(13¢) "1 a: a man and woman marriedl.’ecngaged, or otherwise pair!
b : two persons paired together 2 PAIR. BRACE 3 : something tha
joins or links two things together: as & : two equal and opposit
orces that aci along paralle] lines b: GALVANIC COUPLE 4 : an inde
nite small number : FEW (a ~ of days ago)
-usgge In the second half of the 19t century the propriety
phrase @ couple of came under attack. Even though the attack
completely baseless — the phrase has been in both literary and
use since at least the 15th century — its repercussions can still;
detected in some handbooks. It should cause no concern. It ha
standard for 500 years. B
3couple adj (1924) :" Twoialso : FEW — used with a (a ~ drinks) §
usage The adjective use of a couple, without of, has been called nol
standard, but it is not. 1t is a 20th century Americanism, more cOMz
mon in speech than in writing. It is most frequently used with pen
of time {:cauple weeks) and numbers (a couple hundred) (a .coup
dozen) 11 is not used in formal prose. :
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. Applicants hereby petition the Commissioner of Patents
and Trademarks under M.P.E.P. § 708.02 (VIII) to make this
application special and receive accelerated examination. 1In
accordance with that section, Applicants have enclosed a
check for $80.00 to cover the fee for this petition as set
forth in 37 C.F.R. § 1.17(i). 1If any additional fees are
required in connection with the filing of this Petition,
please charge those fees to Deposit Account No. 06-916.

All claims presented for examination are believed to be
directed to a single invention. If, however, the Examiner
requires a restriction, Applicants provisionally elect for
prosecution whichever group of claims contains method claims
18-21. -
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Applicants affirm that a Preexamination search has been made
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by an attorney who conducted searches in class 358, subclass
86 and class 455, subclasses 4, 5, 86, 102, 135, and 136.

The following references were developed during the
searches and during subsequent investigations, and a copy of
each of these references is eﬁclosed along with a copy of PTO

Form FB-A820 listing these references.

DESCRIPTION OF THE CLAIMED INVENTION

The present invention is directed to an audio and video
transmission and receiving system in which the user controls the
access and the playback operations of selected material. The
present invention affords the user greater access to and control
over audio and video information than is possible in conventional
systems. With the present invention, a user can request audio and
video information to be sent to a selected destination. Further,
the user is not constrained to having programs played at a
particular time because the system has a buffering capability. By
employing such buffering, the user has individualized control over
the replay of requested programs. Moreover, requested programs
are sent to the user in a compressed format. This enables the
System to send requested programs to users in a relatively short
time period, and allows users to store large gquantities of
requested material for playback at a desired time.

The entire system includes a transmission system and a
reception system. The transmission system includes a source

Law errices material library from which a user makes a selection. The
FINNECAN, HENDERSON
FARABOW, CARRETT . s
& DUNNER selected program is processed and compressed for storage in a
RS T STRELT. N W .
WASHINOTON, DC 20005
| 202 408 4000 ~2-




“AW OFFICLS
FINNECAN. HENDERSON
FARABOW, CGARRETT
& DUNNER
130C 1 STRELT, N W
WASHMINGTON. DC 20005
1-202 408 4000

compressed data library. The system control computer controls
‘Laccess to programs stored in the compressed data library and
controls transmission of selected programs to a user.

Once a selected program is transmitted, the reception system
of the present invention receives the program and buffers it in a
.storage section. Because the program is buffered, the user can

jTchoose to replay.the stored program whenever desired. When replay
:is requested, the program is decompressed and played back’in real
_ftime at the receiving device‘requested by the user.

Figs. 2A and 2B of the application are detailed block
diagrams of a preferred implementation of the transmission system
of the present invention. Fig. 2B shows an implementation of the
compressed data storing means recited in claim 1 as the compressed
data library 118. Fig. 6 is a block diagram of a preferred
implemeﬁiation of the receiving system of the present invention.
Fig. 6 shows an implementation of the storing means required in
claim 22 as element 203. Fig. 7 is a flowchart of a preferred
method of distribution which shows the buffering step-at step 418.

Claims 1-17 are directed to a transmission system for
providing information to remote locations. The system recited in
those claims includes library mean§, for example source material
library 111, for storing items. A requested program is encoded in
the identification encoding means, for example identification
encoder 112, which assigns the requested program with a uniqﬁe
identification code. The requested program is also converted by
the converting means, for example converter‘123, and ordered into
a sequence of addressable data block by the ordering means, for

-3-




[1

Law DFPICLCS
“INNECAN, HENDERSON
FARABOW, CARRETT
& DUNNER
1300 1 STREET. N W
WASHINGTON, DC 20008
1202 408 4000

.zxample time encoder 114 and precompression processor 115.
:Subsequently, the program is compressed by compression means, such

‘as compressor 116, and stored in the compressed data storing

means, which may be compressed data library 118. The
identification means, the conversion means, the ordering means,
and the compressed data stores storing means will be collectively

referred to as preprocessing elements. Transmitter means, for -

- example transmitter format means 119 and transmitter 122, transmit

the requested program to the user.

Claim 7 calls for a system control interface means for

-generating a visually-perceptible list of the items available in

the compressed data library, and library access interface means,
which may be library access interface 121, which receives
transmission regquests and retrieves formatted data blocks stored
in the compressed data library means.

Claims 18-21 cover a distribution method responsive to user
requests identifying information to be sent from a t;ansmission
system to remote locations. This is shown in Figure 7. The
distribution method of independent claim 18 includes the steps of
processing audio and information for storage in a compressed data
form (steps 413a-413e), storing audio and video information in a
compressed data form (step 414) and user request of the stored
information for transmission to a selected remote location (step
415). The method also includes the steps of sending the
compressed information to a remote location (step 416) and
receiving it there (step 417). After reception, the distribution
method includes buffering the received information (step 418) and
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playing it back in real time at a time requested by the user (step
419). The distribution method recited in claim 21 further
includes, the step of storing a list of items -available to the

user from at least one compressed data library, and providing the

. user with the list so that the user may remotely select a

particular item for transmission.

Claims 22-32 are directed to a receiving system responsive to

‘a user input identifying an item stored in a source material

library to be played back to the subscriber at a location remote
from the source material library, the item containing information
to be sent from a transmitter to the receiving system. ‘The
reception system 200 comprises transceiver means, such as
transcgiver 201, which receives regquested information from the
cransmitter as compressed formatted data. The received
information is converted into a format suitable for storage and
playback in real time in the receiver format conversion means,
which may be receiver format converter 202, and then stored as
compressed data in the storage means, for example storage 203.
When playback is requested, the decompressing means, for example
audio decompressor 209 and video decompressor 208, decompresses
the information and the output conversion means, such as output
converter 206, plays back the decompressed information in real
time at a time specified by the user.

As recited in claim 27, the output data conversion means
further comprises digital video output means, for example video
output converter 211, and analog video output means, for example
analog video output converter 213. According to claim 30, the
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output data conversion means also includes digital audio output
means, for example digital audio output converter 212, and analog

audio output means, for example analog audio output converter 214.

:Claim 32 recites that the transceiver means, such as transceiver

201, receives information via any one of telephone, ISDN,‘
broadband ISDN, satellite, common carrier, computér channels,

cable television systems, MAN, and microwave. --

DETATLED DESCRIPTION OF THE REFERENCES

A. REFERENCES CITED IN THE SPECIFICATION

1. Lang, U.S. Patent No. 4,963,995

Lang, which is discussed in the Background of Invention

portion of the specification, discloses an audio/video transceiver
apparatus (VCR-ET) that includes a compression capability. The
VCR-ET of Lang is an imp;oved audio/video recorder which has
added features and functions which significantly enhance its
usefulness and functionality." See col. 1, lines 65-68.
Specifically, Lang discloses an audio/video transceiver with the
capability of editing or copying from one video tape to another
using only a single tape deck. Lang further discloses a VCR-ET
which can re-transmit a program to a second VCR-ET. See Col. 7,
lines 60-64.

Lang does not disclose a transmission sysiem as recited in
independent claim 1 because Lang does not teach or suggest a
transmission system for providing information to remote locations
which includes library means for storing items. Lang also does

not teach or suggest an identification encoding means for
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.retrieving the information for the items from the library means

and for assigning a unique identification code to the retrieved
information

Lang also is not concerned with providiﬁg a distribution
method responsive to user iequests identifying information to be

sent from a transmission system to remote locations. Accordingly,

‘Lang fails to teach or suggest the steps of the distribution

method claimed in independent claim 18.

Because Lang is directed to an improved VCR, Lang doés not
disclose a receiving system which is responsive to user requests
for items from a source material library. While Lang mentions
that video libraries are “envisioned," there is no disclosure of
how material would be requested or retrieved from such librafies.
See»col. 7, line 67 of Lang. Particularly, Lang does not teach .
that user reguests will cause items stored in a source material
library to be sent from a transmitter to a receiving system, as
called for in independent claim 22.

2. Monslow et al., U.S. Patent No. 41890(320

Monslow et al., which is also described in the Background of
Invention section of the specification, discloses a system which
broadcasts viewer-selected material to a viewer at a prescribed

time. However, the Monslow et al. system requires multiple users

in multiple locations to view the requested material at the time
it is broadcast, rather than allowing each viewer to choose his or
her own viewing time. Once the choice is made, the user cannot

change it because Monslow et al. does not provide for buffering a
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selected program so that the user can play it back at a desired

© time. See col. 6, line 60 through col. 7, line 28.

Further, in Monslow et al., the viewer-chosen program is

‘transmitted to the television receiver of the requesting viewer.

The requestor theréfore does not have a choice of where the
information that they request is sent. See the Abstract, Fig. 1,
and col. 5, lines 27-39.

With regard to the claims, Monslow et al. does not teach or

‘suggest the preprocessing elements called for in independent claim

1, the buffering step required in independent claim 18, or the
storage means recited in independent claim 22.

3. Abraham, U.S. Patent No. 4,590,516
Abraham ‘516, which is another reference described in the

Background of Invention portion of the specification, discloses a

combined telephone. and modulated carrier communication system. In

Abraham ‘516, a user at a subscriber station 10 uses a standard

telephone set 16 to contact program service station 12. The user
selects a program from the library 36. A telephone communication
link is established with the station 12 through the switching gear
20, and when the program selection operation from the library 36
is completed, a return signal is heard by the subscriber through
the telephone. The user then hangs up the telephone which
initiates progrém readout and sets the billing computer 28. A
timed message period precedes transmission of the program. After
the message period'ends, the selected program is transmitted and

the billing operation is performed. During the message period,
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the subscriber can call up and cancel transmission of the program.

1}See col. 4, line 38 through col. 5, line 3 and Fig. 1.

The system in Abraham 1516 uses a dedicated signal path,

rather than multiple common carriers, to transmit audio/video

.programming. Also, the_reéeiver has no storage capability.
"Furthermore, the system provides for only display functions, which
limits viewing to the time at which the material is ordered, and,

like Monslow et al., the Abraham '516 system does not allow for

the stop, pause, and multiple viewing functions of existing VCR
technology.

A e ———

Because Abraham ‘516, like Monslow et _al., discloses relative

simultaneous transmission of the requested material,'this
reference does not teach or suggest the compressed data storage
means recited in independent claim 1, the buffering step required
in claim.18, or the storage means called for in claim 22.

4. Walter, U.S. Patent No. 4,506,387

Walter, also discussed in the Background of Invention section

of the specification, discloses a fully dedicated, multi-

- conductor, optical cable system that is wired to the viewer’s

premises. Although the system affords the viewer some contrel
over accessing the material, it requires that a location
designated by the viewer be wired with a dedicated cable. The
Walter system further requires that the viewer be at that location
for both ordering and viewing the audio/video material.

In Walter, information is retrieved from the memory modules
24-35. A host computer 20 controls output of desired material
over optical fibers 129, 94, 96, 98, and 100 to data receiving

-9-
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system 146. After selection from memory modules, there is no

provision in Walter for storing the requested material in a

.compressed form. Therefore, Walter does not teach or suggest the

preprocessing elements required in independent claim 1.
Additionally, there is no teaching or suggestion in Walter that
only a portion of an item stored in the library modules 24-34 can
be sent to a subscriber, as further recited in independent
claim 1.

Walter shows memory module 102 in the data receiving
system 14, but there is no indication in Walter that compressed
data is stored in memory module 102. Because non-compressed data
is stored in the memory module, the user is limited as to the
quantity of data which may be stored therein. Accordingly Walter
does not teach or éuggest buffering the received information,
which is compressed, at the remote location, as recited in
independent claim 18, or a receivér including storage means,
coupled t6 receiver format conversion means, for storing
compressed formaéted data, as set forth in independent claim 22.

B. REFERENCES CITED IN THE SEARCH REPORT OF 05/07/90

1. Lumelsky, et al., U.S. Patent No. 4,949,169

Lumelsky et al. discloses an audio-video data interface for a
high speed communication link in a video-graphics display window
environment. A "primary objective" of Lumelsky et al. is to
"provide a simple interface to a high speed digital communication
network such that full motion video window images and its audio
sampled by one node can be transmitted over the network to other
nodes.” See col. 5, lines 25-30 and Figs. 1A and 1B.

-10-




p

AW DFPFITES
FINNECAN, HENDERSON
FARABOW, CARRETT
& DUNNER
130 L STREFT, N W
wASHINGTON. UC 2000%
1-202 408 4000

Because Lumelsky et al. is directed to interface afchitecture
for connecting video display devices, it is not directed to a
transmission system or a receiving system, as respectively recited
in independent claiﬁs 1 and 22. Further, because Lumelsky et al.
is concerned only with interconnecting display devices, it is not
concerned with the distribution of information from a transmitter
to a receiver, and therefore it does not teach or suggest
buffering received information at a remote location, as recited in
the distribution method of independent claim 18.

2. Penwick et al., U.S. Patent No. 4,947,244

Fenwicl et al. discloses a video program distribution system.
The system includes controller 116 which recei&es and responds to
user requests from monitors 102. The controller 116 also controls
the switch 114 which is connected to the video sources 112. See
col. 3, lines 29-36. The video sources 112 are video cassette
players. The number of video cassette players used in a system
will vary between thirty-two and ninety depending on the range of

programming desired. See col. 5, lines 15-20.

In Fenwick et al., the video sources 112 must be manually
controlled. Because the system is manually controlled,

Fenwick et al. does not disclose a transmission system including

identification encoding means for retrieving the information for
the items from a library and for assigning a unique identification
code to the retrieved information, as reguired in independent
claim 1. Moreover, in Fenwick et al., information is sent
directly from video sources 112 to the monitors 102 and is not

stored prior to replay. Therefore, Fenwick et al. also does not

~11~
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.disclose buffering received information at a remote location, as

.required in independent claim 18 or a storage device at the

receiver, as required in independent claim 22.

3. Boulton, U.S. Patent No. 4,937,821

The Boulton patent discloses an information delivery system
for delivering reference information to a plurality of users. In
Boulton, information from data sources 12 is énﬁoded in encoders
14 and mixed in mixers 16 and 18 for delivery over a cable 24 to a
user. The information is neither transmitted nor received by the

user in a compressed form. Boulton also does not show the

requested information being stored prior to transmission to a

user. Boulton therefore does not teach or suggest a transmission’

system including the preprocessing steps or compressed data
storing means, as recited in independent claim 1, or the step of
storing audio and video information in a compressed data form, as

recited in independent claim 18. Because Boulton also does not

show the requested information being stored at the receiving

device of a user, Boulton does not teach or suggest storage means

for storing compressed formatted data, as recited in independent

claim 22.

4. Eggers et al., U.S. patent No. 4,920,432

The Eggers et al. patent discloses a system for random access
to an audio video library with independent selection and display
at each of a plurality of remote locations. The system in
Eggers et al. includes a video filer 2, which is a microprocessor-
controlled mechanical storage and retriever device, that

transports discrete data record items, i.e., video cartridges,
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‘'between a re
i

ctangular array of storage sites 12 open on one side,

i;and an adjacent array of playback devices 11.

See col. 3, lines

1536-40. video signal combiner 4 directs the outputs of all of ﬁhe

.signal sourc

way of a vid

Eggers et al. does not teach or suggest th

encoding mea

for assignin

.material, as called for in independent claim 1.

also does no
receiving de
not teach or

claim 18. M

es, including players 11, to the user terminals 8 by

eo cable 17.

e identification

ns for retrieving the information from the library and

g a unique identification code to the retrieved

Eggers et al.

t teach storage of the reguested material at the

vice prior to replay.

rherefore, Eggers et al. does

suggest the buffering step set forth in independent

oreover, because the material is sent directly from

the filer 2 to the user terminals 8, Eggers et al. does not teach

or suggest t

5. Bes

he storage means called fo

tler et al., U.S. Patent NoB.

r in independent claim 22.

4,807,023

and 4,755,872

The Bestler et al.

Bestler et al
view" system.
.specific cable program by reques
receiver. The use

aunthorization code in his converter to chan

ito view the

Bestler et al.

D D e e ——

patents relate to an *impulse pay per
In the Bestler et al. system, & user can receive a

ting that it be unscrambled at his -

r enters a passwozrd which causes the

ge thereby allowing him

desired cable event. See col. 14, lines 58-64 of

'872.

In the

1023 and col. 14, lines 49-55 of Bestler et al.

Bestler et al. patents, programming is sent directly

20 - s =

‘ito the viewer's cable television receiver.

programming

Because the requested

is directly transmitted, neither of the Bestler et al.
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~ patents teaches buffering requested programming. Therefore,

. neither of the Bestler et al. patents teaches or suggests the

preprocessing elements recited in independent claim 1, the
buffering step required in independent claim 18, or the storage
means called for in independent claim 22.

6. Gordon et al., U.S. Patent No. 4,763,191

The Gordon et al. patent discloses a system providing an

“800" dial-a-view program for ordering a selection through a
telephone networking arrangement. The Gordon et al. system
includes routing database 101 for directing a dial-a-view call
received by a toll network switching office 102 to centralized
network equipment 103. Vendor equipment 104 supplies the
requested subscription television programming to the calling
customer television 105 at customer premises 122 via decodef 106
and coaxial cable 160. See Fig. 1 and col. 5, lines 3-23.

Fig. 2 of Gordon et al. shows another embodiment of vendor
equipment 104. In this configuration, vendor equipment 104
includes loéal vendor equipment 201 to serve customer premises 122
via cable 160. Satellite facilities 202 and 203 provide
individual programming whereby information is transmitted to the
Jocal vendor equipment 201. Equipment 201 includes program
distribution egquipment 207 and a billing system 208.

In Gordon et al., there is no provision for storage of
requested programming before transmission to the user or for
storage before the programming is played. Because there is no
storage, Gordon et al. does not_teach or suggest the preprocessing'
elements recited in independent claim 1, the buffering step

~14-
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‘required in independent claim 18, or the storage means called for

in independent claim 22.

7.  Southworth et al., U.S. Patent No. 4,400,717

The Southworth patent relates to a color slow-scan TV system
and method. The system includes video.compressor 25 which
receives a color signal from a video input 27. The output of the
memory in video compressor 25 is displayed on a TV monitor 29
which indicates the image to be transmitted. The memory is read
out slowly and trgnsmitted over a transmission channel 31 to a
video expander 33 and displayed at TV monitor 35. See Fig. 1 and

col. 2, lines 33-49.

Because Southworth, et al. is concerned with the slow scan,

it is not directed to reception and distribution of audio and
video information from libraries to remote user locations, as in
the present invention.

8. Tambert, U.S. Patent NO. 4,381,522

The Lambert patent relates to a cable television system which

includes a minicomputer 11 that responds to signals from viewers
at remote receiving locations 18. Desired programs are sent only
atHspecified times and only over specified cable channels. See
col. 2, line 49 through col. 3, line 18. In Lambert, the
subscriber has limited control over when a program will be played
because computer 11 assigns 2 channel, start and stop time for the
selected program. Moreover, there is no provision for storage of
requested data prior to transmission, or for storage at the
receiving device of the user. Accordingly, Lambert does not teach
or suggest the preprocessing elements called for in independent

-15-
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‘claim 1, the buffering step required in claim 18, or the storage

means recited in claim 22.

~

9. Cannon, U.S. PutentVNo. 4,122,299

The Cannon patent discloses a data output modifying system.

The system places data from a television display into a format for

acceptance by a general purpose communications printer. (Cannon is

not concerned with a transmission, reception or distribution
system responsive to user requests for information, as is the
present invention.

10. Stetten et al., U.S. Patent No. 3,746,780

The Stetten et al. patent relates to a video display system

including a transmission system whereby a subscriber 4 uses
telephone 6 to select video display information stored in storage
section 30. The information is sent directly to TV receiver 34.

There is no provision in Stetten et al. for storing requested

information after selection and prior to transmission. Further,

Stetten et al. does not show the data sent to TV receiver 34 in a

& e e e e ——————

compressed format.

Therefore, Stetten et al. does not teach or suggest a

transmission system including the preprocessing elements recited
in independent claim 1, or the step of storing audio and video

information in a compressed data form, as recited in independent
claim 18. Also, there is no provision for storing the requested

information at the receiver of Stetten et al. Accordingly,

Stetten et al. also does not teach or suggest storage means for

& e e

storing compressed formatted data, as recited in the receiver

system of independent claim 22.
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cC. REFERENCES CITED IN THE SEARCH REPORT OF 6/19/30

1. Music et al., U.S5. Patent No. 4,914,508

The Music et al. ’'508 patent relates to a method and system
for compressing and statistically encoding céior video data.
Fig. 1 shows a diagram of the system and method for compressing
color video data and Fig. 7 shows the system and method for

decompressing color video data. Because Music et al. ‘508 relates

only to compression and decompression of color video data)

Music et al. ‘508 is not concerned with a transmission, reception
or distribution system responsive to user requests for
information, as is the present invention.

2. Okamura et al., U.S. Patent No. 4,907,081

The Okamura et al. patent relates to a compression and coding

device for video signals. The object of Okamura et al. is to

provide a coding device capable of suppressing signal
deterioration (error propagation, etc.) accompanying the coding
and of reducing the necessary average number of bits per sampled

data. See col. 2, lines 12-16. Okamura et al. is not concerned

with a transmission, reception or distribution system responsive
to user requests for information, as is the present invention.

3. Golin et al., U.S. Patent No. 4,868,653

The Golin et al. patent relates to an adaptive digital video

‘compression system. Particularly, Golin et al. is directed to

meeting the need for a compression system for providing a
compressed digital video signal representative of a full motion
color video signal which is suitable for recording or transmission
using relatively narrow band media and which may be decompressed

-17-
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;at speeds .at least equal to conventional video frame rates. See

‘Col. 1, lines 44-50. Because Golin et al. is concerned only with

signal compression, Golin et al. is not concerned with a

transmission, reception or distribution system responsive to user
requests for information, as is the present invention.

4. Music et ml1., U.S. Patent No. 4,847,677

The Music et al. ‘677 patent relates to a video

telecommunication system and method for compressing and
decompressing digital color video data. Fig. 1 shows a diagram of
the system and method for compressing color video data and Fig. 7
‘shows the system and method for decompressing color video data.

Because Music et al. ‘677 relates only to compression and

*decompression of color video data, Music et al. ‘677 is not

‘concerned with a transmission, reception or distribution system
responsive to user requests for information, as is the present
invention.

5. Hirashima, U.S. Patent No. 4,833,710

The Hirashima patent is directed to a pay television system
capable of effectively preventing illegal access to certain
programming by being charge codes to indicate how much money a

subscriber owes, and denying of access to the system unless the

pill is paid. In Hirashima, requested programming is sent

}directly to the television receiver 17. See Fig. 2.

L

Because Hirashima directly transmits programming, it does not
disclose buffering and therefore does not teach or suggest the

preprocessing elements recited in independent claim 1, the

-18-
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puffering step recited in independent claim 18, oxr the storage
means recited in independent claim 22.

6. Keith et al., y.S. Patent No. 4,785,349

A e ——m—_

The Keith et al. patent relates to & digitai video
decompression system. particularly, Keith et al. shows 2 system
for compressing and formatting a £ull motion coloxr digital video
signal. Because Keith et al. relates only to a decompression
system, Reith et al. is not concerned with a transmission, '
reception Or distribﬁtion system responsive to user requests for
information, as is the present invention.

7. Okada et al., y.S. Patent NO. 4,734,765

The Okada et al. patent discloses an audio/video information
transmission system which includes subscriber terminal 5 from '
which information is rquested and then delivered to and received

a TV receiver 52. The subscriber terminal 5 is coupled to sub-

‘center 6 which communicates with center 3 having audio and video

files 1. See Figs. 1 and 2
In Okada et al., the subscriber request is processed and the

jnformation is sent directly to the subscriber terminzl. There is

no provision for storage of the reguested information prior to

rransmission or for storage by the user at the receiver SO that he

for replay at a desired time. Therefore, Okada et al. does not

teach or suggest the preprocessing elements recited in independent

claim 1, the buffering step required in claim 18, or the storage

means called for in independent claim 22.
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8. Eilers et al., U.S. Patent No. 4,688,246

The Eilers et al. patent relates to a CATV transmission

system for a CATV scrambled signal with compressed digital audio

in the horizontal intervals. Because Eilers et al. is only

concerned with a transmission system, it does not teach or suggest
the steps of the distribution method set forth in independent
claim 18 or the receiving system set forth in independent claim
22.

Regarding the transmission system, Eilers et al. sends items

directly to users and does not provide for storage of compressed

data prior to transmission. Therefore, Eilers et al. does not

teach or suggest a transmission system including the preprocessing -

elements required in the transmission system recited in
independent claim 1.

9. Catros et al., U.S. Patent No. 4,679,079

The Catros et al. patent is concerned only with a method and

system for bit-rate compression of digital data between a

‘television transmitter and receiver. Catros et al. is not

concerned with a transmission, reception or distribution system

responsive to user requests for information as in the present

invention.

10. Nakajima et 21., U.S. Patent No. 4,538,176

The Nakaiima et a2)l. patent discloses a video/audio

transmission system for sending video and audio information from

video and audio files of a center 4 to a subscriber terminal 7.
The arrangement includes a sub-center g8 which has a buffer
memory 2. See Fig. 2. The information requested from center 4 is
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sent to the sub-center 8. In sub-center 8, the video is separated

from audio and sent to buffer 25. Audio is decompressed in

changeover/output unit 24 and combined with video in combining and

output unit 26. The decompressed informatioﬂ.is then sent to
subscriber terminal 7b over line 5. See Figs. 3 and 6A and col.
4, line 50 through col. 5, line 6.

In Nakaiima et al., the subscriber request is processed and
the information is sent directly to the subscriber terminal.
There is no provision for storage of the reguested information

prior to transmission to the user or storage by the user so that

‘to replay at a desired time. Therefore, Nakajima et al. does not

teach or suggest the preprocessing elements recited in independent
claim 1, the buffering step fequired in claim 18, or the storage
means called for in claim 22.

11. - Tiemann et al., U.S. Patent No. 4,533,936

The Tiemann et al. patent relates to a system for encoding

and decoding video signals to reduce the bandwidth regquired for
transmission thereof over a transmission channel, a broadcast
channel or a storage medium. See col. 1, lines 5-9. Because

Tiemann et al. is concerned solely with encoding and decoding

video signals, that reference is not related to the transmission,
reception or distribution system responsive to user requests for
information of the present invention.

12. Lovett, U.S. Patent No. 4,450,471

The Lovett patent discloses a television information system
wherein a control station 140 sends a unique modulated carrier
frequency signal to the subscriber terminal 129 of a user.
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Privacy is guaranteed by dedicating a different carrier frequency
to each subscriber. There is no provision for storage of the
requested information prior to transmission or by the user so that
he or she can replay it at a desired time. Therefore, Lovett does
not teach or suggest the preprocessing elements recited in ‘
independent claim 1, the buffering step required in independent

claim 18, or the storage means called for in independent claim 22.

13. Parker et al., U.S. Patent No. 4,009,346

The Parker et al. patent relates to distributional activity

" compression. Particularly, Parker et al. concerns a modular

‘hierarchical approach to time division multiplex (TDM) switching

relative to time division multiplex access (TDMA) facilities,

particularly earth satellite TDMA facilities. Parker et al.,

however does not relate to the transmission, reception or
distribution system responsive to user requests for information of
the present invention.

14. PFlemning, U.S. Patent No. 4,009,344

The Flemming patent relates to interrelated switching,
activity compression and demand assignment. specifically,
Flemming concerns an access method and modular station apparatus
for switching voice and data signals relative to 2 TDMA link,
especially a satellite. See col. 3, lines 3-5. Flemming is not
related to the transmission, reception or distribution system
responsive to user requests for information of the present

invention.
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15. Jackson et al., U.S. Patent No. 3,599,178

The Jackson et al. patent relates to a method of storing
information on and retrieving information from a magnetic drum.
Jackson et al. employs selective mapping of information on a
magnetic drum to permit rapid access and retrieval. Because

Jackson et al. is concerned only with the storage of information,

Jackson et al. does not relate to the transmission, reception or
distribution system responsive to user requests for information of
the present invention.

D. OTHER REFERENCES

1. Cohen, U.S. Patent No. 4,949,187

The Cohen patent relates to a video communication system

‘having a remotely controlled central source of video and audio

data. Cohen shows a block diagram of the remotely~controlled

central source of video and audio data. Disks 12, 14, 16, 18, 20,
22, 24, and 26 store freguently accessed movies. The disks are
read by drives controlled by a disk controller 28, 30. Movies
that are only accessed infrequently are archived on a tape
archival system 32 which is controlled by tape driver 34. The

distribution system CPU 36 controls the bidirectional flow of data

from disks 12-26 and tape archival system 32. See col. 1, lines

1-18.

In order to output a plurality of movies simultaneously,
several controllers 42, 44, 46, and 48 are used which output
signals to multiplexor 58 for transmission over telephone line 60.
See Fig. 4 and col. 4, lines 30-46. (Cohen does not teach that the
information transmitted over telephone line 60 is compressed, and

-23-




e

Law OFFICLS
INNECAN, HENDERSON
FARABOW, CARRETT
& DUNNER
10D | STRFET, N W
WASHINGTON, LUC 2000%
1-202-408 4000

therefore does not teach or suggest compressicn means for

compressing formatted and sequenced data or the compressed data

.storage means for storing as a file the compressed, sequenced
‘data, as recited in the transmission system of”independent claim
‘1. Cohen also does not teach or suggest the step of storing audio
.and video information in a compressed data form, as recited in the

distribution method of independent claim 18. -

Figs. 1-3 of Cohen show the receiving device. Incoming

‘serial data on phone line 112 is processed by modem 110 and is

forwarded by central processing unit 104 to the disk storage
system 114 via disk controller 116. Cohen does not indicate that
the incoming signals are received in a compressec format. Because

Cohen does not receive the signals in a compressed format, Cohen

also does not teach or suggest the decompressing means for
decompressing the compressed formatted data, as recited in the

receiving system of independent claim 22.

2. vabiki et al., U.S. Patent No. 4,518,989

The Yabiki et al. patent is commonly assigned to the assignee

of the Okada et al. and Nakajima et al. patents. Yabiki et al.
shows a plurality of repeaters § between center 4 and sub;center 8
and between sub-center B and subscriber terminal 7. 1In

vabiki et al., a subscriber reguest is processed and the
information is sent directly to the subscriber terminal. There is
no provision for storage of the reguested information prior to
transmission or by the user SO that he or she can replay it at a
desired time. Therefore, vabiki et al. does not teach or suggest

the preprocessing elements recited in independent claim 1, the
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buffering step required in independent claim 18, or the storage
‘means called for in independent claim 22.

3. _Abraham. U.S. Patent No. 4,567,512

The Abraham ‘512 patent discloses a recorded program
communication éystem. In this system, subscribers communicate
with a library computer 28 via a telephone connectidn. The
‘telephone system 12 is coupled to a command unit 24 from which the
:subscriber enters his or her choices. With command terminal unit
‘24, the subscriber has access to information in the library
station 18 and provides billing information to the billing
station 27. See col. 4, lines 45-49.

By using command unit 24, the subscriber enters selection
data obtained from a printed program guide which identifies each
program in the library and its associated program number.  Based
on the same program guide, the subscriber selects one of the
available time segments for the selected program. See col. 7,
lines 24-32 and Fig. 3. With the system in Abraham ‘512, the
subscriber may not change the time a program can be viewed. This
is because there is no provision for storage of the requested
program prior to transmission or for storage at the receiving
device of the user. Therefore, Abraham does not teach or suggest
the preprocessing elemetns recited in independent claim 1, the
buffering step required in independent claim 18, or the storage
means called for in independent claim 22.

4. Abraham, U.S. Patent No. 4,521,806

Abraham ’'806 relates to a method of generating and processing
-audio/video broadcast signals in a subscription communication
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system. In Abraham 806, as with Abraham ‘512 and ’516, the

requested information is not stored prior to transmission and the

_subscriber cannot store the requested information at his or her

‘station. Therefore, the subscriber can only receive information

substantially simultaneously to the request for it. Because
requested information is not stored prior to transmission or at
the user’'s receiving device, Abraham ’'B806. does not teach or

suggest the preprocessing elements recited in independent claim 1,

the buffering step required in independent claim 18, or the

 storage means called for in independent claim 22.

5. Bushnell et al., U.S. Patent No. 4,071,697

The Bushnell et al. patent relates to an interactive video/

telephone transmission system wherein a user can view merchandise
information at home. The system includes a capability of calling
particular stores offering the viewed merchandise to registering a
request to purchase selected merchandise. The user does not

receive anything at his receiver 12 in response to his reguest to

purchase selected merchandise. Rather, in Bushnell et al., the

.user simply views merchandise and then calls a store To order that

merchandise.

6. zeidler et al., U.S. Patent No. 4,062,043

The Zeidler et al. patent relates to 2 light wave
transmission and distribution system in which at least one optical
transmitter is used to distribute television programming to 2

plurality of receivers through light conducting fibers.
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7. Ohrenstein

The Ohrenstein article describes a data storage system with a

-t

ﬁhigh performance parallel interface (HPPI).

8. Morreale et al.

The Morreale et al. article discusses metropolitan-aréa

‘networks (MAN).

CONCLUSION

None of the references renders the pending claims invalid
under 35 U.S.C. § 103. Furthermore, there is no reasonable
combination of references which can be combined under
35 U.S.C. § 103 to render the pending claims obvious to a person
of ordinary skill.

| The requirements of M.P.E.P. §708.02 (VIII) having been met,
‘and the pending claims being allowable over the references, '
Applicants request that this Petition to Make Special be granted
and that claims 1-32 of this application be passed to issue as
guickly as possible.
Respectfully submitted, .

FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNER

h

[\‘-"—\ 7
By: g NG BAAR DG4
Doris J. Johnson
Reg. No. 34,629

Dated: June 17, 1991
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PATENT .
Attorney Docket No. 02473.0001-00000 .-~

i IN THE UNITED STATES PATENT AND TRADEMARK OFFICE /,-’j/'

/// 47

&In re the application of

ﬁPaul Yurt, et al.‘f’f
A )
:serial No. 07/637,562 ——

-

Group Art Units

égFiled: January 7, 1991

*For:‘AUDIO AND VIDEO TRANSMISSION
: AND RECEIVING SYSTEM ////’

;iHon. Commissioner of Patents 07
.;and ';‘rademarks - ’99 ,__/_\
j;:WashJ.ngton, DC 20231 0'90p 7
;tSir:
AMENDMENT

In response to the Office Action dated August 29, 1991,
‘the period of response to which extends through November 29,
:1991, please amend the above captioned application as
follows.

IN THE SPECIFICATIOE} _

P .
Page 9, line 9, change *systema" to --syStems--.
—_ - - —
page 11, line 3, change *is" to --2s--;
- .

line 7, change "send a movie’ and insert ~--have
a movie sent--; and
/‘ -
line 14, after "items" insert --for--.

page 13, line 25, change *communicated” tO

-~communicate--.

—
—
Page 14, line 15, change "the any of" to --any of the--.
— - - -
hmﬁ;;;£:;uoy Page 16, line 14, after "such" insert --as in--; and
FARABOW, CARRETT!! AF 10703701 074 4n —_—

& DUNNER 40 RP 10/03/P1 0Rs378:
1300 1 STRELT, N w. 1
WASFINGTON, DC 20008
| 202 408 4000
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In view of the arguments presented above, Applicants
respectfully request reconsideration and withdrawal of the
rejection of claims 7 and 18-21 under 35 U.S.C. § 103 over
Lang in view of Fenwick ét al.

By this Amendment, Applicants have added-Qew claims 33-
{158. Claim 33 depends from independent claim 1 and further

idefines the conversion means. Claims 34 and 35 each depend

1
from claim 18 and recite respectively aspects of Figs. 1ld

and 1f. Specifically, claim 34 sets forth that information

may be buffered at the head end of a cable television

/i reception system 200 and claim 35 recites that information is

igbuffered at an intermediate storage device 200‘.

it .
3} Claim 36 depends from claim 22 and further defines the

fsource material library of the reception system defined in
claim 22. Specifically, claim 36 includes a recitation that
a regquest may be made by a user from a compressed data
.library, as set forth at page 29, lines B-11 of Applicants’
specification.

Claims 37 and 38 also dépend from claim 22 and
separately recite the limitations of claim 27. Similarly,
.claims 39 and 40 depend from claim 22 and éeparately recite

the limitations of claim 30.

New independent claim 41 claims a transmission method,
claim 47 a distribution system, and claim 54 a receiving
method. Claims 41, 47, and 54, respectively track
independent claims 1, 18, and 22. Dependent claims 42, 43,

.45, 46, 48, and 55-37, respectively, correspond generally to

25~
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claims 3, 4, 6, 7, 19, 26, 29, and 31. Dependent claims 44,
4%, 53, and 58, respectively, correspond generally to new
-dependent claims 33, 34, 35, and 36. New claims 50-52, which

!
’depend from new independent claim 47, further define the head

end of the cable television system shown in Fig. 1f.
! For the reasons set forth above with respect to claims
+1, 18, and 22, independent claims 41, 47, and 54, and the

il claims which depend variously therefrom are allowable over

Lang and over lLang in view of Fenwick et al.

! . In light of the remarks made above, Applicants

'r€spectfully request reconsideration and withdrawal of the

) objection under 37 C.F.R. § 1.75(¢) and the rejections under

§§35 U.S.C. §§ 102(e) and 103, allowance of pending claims 1-
5558, and issuance‘of a Notice of Allowance in this case;
If any fees.ére due in connection with the filing of
this Amendment, the Commissioner is hereby authorized to
charge any such fees to our Deposit Account No. 06-916. If a
.:fee is required for an extension of ;ime under
»;37 C.F.R. § 1.136 not accounted for above, such an extension
iis requested and the fee should also be charged to our
Deposit Account.
= - Respectfully submitted,

FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNER

AW DFTICLCS -

‘INNECAN, HENDERSON By:
FARABOW, CARRETT ° 5
8 DONIIER . Dcris J/ dohnson
1200 t STRELT, now - Reg. No. 34,529

WASHINGTON, 21 !
et aos so0n ,! Dated: September 30, 1991
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PROOF OF SERVICE

I am employed in the County of Los Angeles, State of California. I am over the age of
18 and not a party to this action; my current business address is 2029 Century Park
East, Suite 3500, Los Angeles, California 90067-3021.

On January 8, 2004 I served the foregoing document(s) described as: CLAIM
CONSTRUCTION BRIEF

X BY THE FOLLOWING MEANS:
%pﬁaced a true copy thereof enclosed in sealed envelope(s) addressed as
ollows:

Roderick G. Dorman

Alan P. Block

Armand F. Ayazi .
HENNIGAN, BENNETT & DORMAN
601 S. Figueroa Street, Suite 3300

Los Angeles, California 90017
Telephone: 213-694-1200

Facsimile: 213-694-1234

X  BY HAND DELIVERY. I delivered the envelope(s) by hand to
addressee(s).

Executed on January 8, 2004 at Los Angeles, California.

I declare that I am employed in the office of a member of the bar of

this court at whose direction the serxice was made.
) ] M’\S" Joun Nawsi,

First Legal Suppovt Services
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PROOF OF SERVICE

I am employed in the County of Los Angeles, State of California. I am over the age of
18 and not a party to this action; my current business address is 2029 Century Park
East, Suite 3500, Los Angeles, California 90067-3021.

On Janu 8, 2004 I served the foregoing document(s) described as CLAIM
CONSTRUCTION BRIEF .

X_  BY THE FOLLOWING MEANS:
I placed a true copy thereof enclosed in sealed envelope(s) addressed as

follows:
Juanita Brooks Douglas W. Sprinkle
Christopher Marchese GIFFORD, SS, GROH,
Todd C. Miller | SPRINKLE, ANDERSON
FISH & RICHARDSON & CITKOWSKI, P.C. .
12390 El Camino Real 280 North Old Woodward Avenue
San Diego, California 92130 , Suite 400

Birmingham, Michigan 48009-5394
Christopher R. Clark ‘

FINGAL, FAHRNEY & CLARK,LLP  Gary A. Hecker, Esq.

2301 Du Pont Drive, Suite 350 James M. Slominski, Esq.

Irvine, California 92612 THE HECKER LAW GROUP
1925 Century Park East, Suite 2300
Los Angeles, California 90067

X_  BYMAIL
__ Iplaced the envelope(s) with postage thereon fully prepaid in the
nited States mail, at Los Angeles, California.

I am readily familiar with the firm’s practice of collection and
rocessing correspondence for mailing with the United States Postal
ervice; the firm deposits the collected correspondence with the

United States Postal Service that same day, in the ordinary course of

business, with postage thereon fully prepaid, at Los Angeles,

California. I placed the envgalope%) for coliectlc_m and mailing on

the above date following ordinary business practices.

—  Executed on January 8, 2004 at L.os Angeles, California.

I declare that I am employe

_ i the office of a member of the bar of
this court at whose directionthe.s¢

ry1ce was made.

anet E. Weems
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